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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Application Papers 
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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1-3 and 5 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 3, 5 and 7 of U.S. Patent No. 
7,474,427 in view of Teraura (U.S. Patent No. 6,827,279). 

Claim 1 of applicants' invention is identical to claim 3 (U.S. Patent No. 7,474,427) 

except 

"a first parameter storage unit stores a first parameter indicating a way to form 
the displayed image and a formation history of the displayed image and outputs the 
stored first parameter to an external unit" 

"a parameter reading unit for reading the output first parameter" 
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"an image forming unit for forming the read image on the basis of the read first 
parameter on a recording medium". 

"a parameter writing unit for writing the read first parameter and a second 
parameter containing a history updated in response to the image formation on the 
recording medium into a second parameter storage unit included in the recording 
medium, wherein the history contained in the second parameter includes information 
indicating a previous printing of the image formed on the recording medium in an n-up 
print mode and information indicating the value of n, where n is a positive integer" 

Regarding a first parameter storage unit of claim 1 of applicants' invention, it is 
nearly identical to claim 3 (U.S. Patent No. 7,474,427) of an information storage section. 
Both the first parameter storage unit of claim 1 of applicants' invention and information 
storage section of claim 3 (U.S. Patent No. 7,474,427) stores some kind of information 
and supplies or outputs the stored information to external. The first parameter storage 
unit of claim 1 of applicants' invention stores a first parameter indicating a way to form 
the displayed image and a formation history of the displayed image whereas the 
information storage section of claim 3 (U.S. Patent No. 7,474,427) stores transmission 
setting and a print setting regarding a printing method. Applicants' are reminded that a 
recitation of function may not distinguish over the prior art since an apparatus covers 
what a device is, not what it does. A recitation directed to the manner in which a 
claimed apparatus is intended to be used does not differentiate the claimed apparatus 
from a prior art apparatus. See MPEP 2114, 2115; In re Schreiber, 44 USPQ2d 1429 
(Fed. Cir. 1997). Thus, the information storage section of claim 3 (U.S. Patent No. 
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7,474,427) is certainly capable of storing a first parameter indicating a way to form the 
displayed image and a formation history of the displayed image. 

Regarding a parameter reading unit of claim 1 of applicants' invention, it is nearly 
identical to claim 3 (U.S. Patent No. 7,474,427) of an information reading section. And 
the same rationale as described for the first parameter storage unit of claim 1 of 
applicants' invention above applies here as well. 

Regarding an image forming unit of claim 1 of applicants' invention, it is nearly 
identical to claim 3 (U.S. Patent No. 7,474,427) of an image forming device. And the 
same rationale as described for the first parameter storage unit of claim 1 of applicants' 
invention above applies here as well. 

Regarding a parameter writing unit of claim 1 of applicants' invention, it is nearly 
identical to claim 3 (U.S. Patent No. 7,474,427) of an information writing section except 
the parameter writing unit of claim 1 of applicants' invention writes information into a 
storage unit included in the recording medium whereas claim 3 (U.S. Patent No. 
7,474,427) of an information writing section writes to the information storage section. 
Teraura teaches RFID data recording means for recording second RFID data in second 
RFID tag of sheet of printing paper (col. 2, line 29-47). Within the context of both claims 
as a whole and Teraura, one skilled in the art would have recognized writing a stored 
information from the image display member to a printing sheet with RFID tag (storage 
unit included in the recording medium) for keeping the original settings of the image 
display member for next copying or printing. 
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Claim 2 of applicants' invention is identical to claim 3 (U.S. Patent No. 7,474,427) 

except 

"the second parameter storage unit stores the first parameter written from the 
external unit and outputs the stored first parameter to the external unit". Teraura 
teaches RFID data recording means for recording second RFID data in second RFID 
tag of sheet of printing paper (col. 2, line 29-47). The RFID data recording means and 
the RFID data reading means are included in an image forming apparatus (external 
unit) of FIG. 2 and the RFID data reading means read first RFID data from the first RFID 
tag (col. 2, line 35-37). Examiner views the RFID data is outputted to the image forming 
apparatus (external unit) to be read by the image reading means. Within the context of 
both claims as a whole and Teraura, one skilled in the art would have recognized writing 
a stored information from the image display member to a printing sheet with RFID tag 
(storage unit included in the recording medium) for keeping the original settings of the 
image display member for next copying or printing. 

Claim 3 of applicants' invention is rejected over the corresponding claim 5 (U.S. 
Patent No. 7,474,427) for the same reason as stated for claim 1 of applicants' invention 
above. 

Claim 5 of applicants' invention is rejected over the corresponding claim 7 (U.S. 
Patent No. 7,474,427) for the same reason as stated for claim 1 of applicants' invention 
above. 

Allowable Subject Matter 

3. Claims 7-10 are allowed. 
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4. The following is an examiner's statement of reasons for allowance: The closest 
prior art of a record, 

Teraura (U.S. Patent No. 6,827,279) discloses a sheet of printing paper has an 
RFID tag for receiving, storing, and transmitting data through radio wave signals. A copy 
machine can copy the RFID data from the RFID tag on the sheet of document paper to 
the RFID tag on the sheet of printing paper in addition to the image copying. 

Teraura (U.S. Patent No. 6,827,279) does not disclose, teach or suggest, a 
computer program encoded in a computer-readable medium when executed by the 
computer and a method for forming an image, which is displayed on an image display 
member, on a recording medium, comprising: 

outputting a first parameter indicating at least one of a way to form the displayed 
image and a formation history of the displayed image to an external unit by the image 
display member; 

writing the read first parameter and a second parameter containing a history 
updated in response to the image formation on the recording medium into the recording 
medium, 

wherein the history contained in the second parameter includes information 
indicating a previous printing of the image formed on the recording medium in an n-up 
printing mode and information indicating the value of n, where is a positive integer. 
Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Minami et al. (U.S. Patent No. 7,048,194) teaches a printing 
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paper 70 with memory element 80 storing printing information used for printing, such as 
a paper size and a paper type and transmitting the printing information by radio wave. 
The filing date of this patent does not qualify as prior art. 

Kawano et al. (U.S. Patent No. 7,385,723) teaches an image formation device 
including: an image reading section which reads an image from an image formation 
member, at which image formation member the image is formed and a hologram 
recording medium is mounted, associated information relating to the image being stored 
as a hologram in the hologram recording medium; an information acquisition section 
which acquires the stored associated information from the hologram recording medium; 
an image processing section which processes the image read by the image reading 
section in accordance with the associated information acquired by the information 
acquisition section; and an image formation section which forms an image processed by 
the image processing section. The filing date of this patent does not qualify as prior art. 

Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MESFIN GETANEH whose telephone number is 
(571)270-3752. The examiner can normally be reached on 9:00AM-6:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark K. Zimmerman can be reached on (571) 272-7653. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mesfin Getaneh/ 
Patent Examiner 
Art Unit 2625 

/Mark K Zimmerman/ 

Supervisory Patent Examiner, Art Unit 2625 



